COMMVENTS OF JOHN SM TH- HI LL
This is in response to the request for comments dated May 9,
2003 included in the Notice published in the Oficial Gazette on
June 17, 2003.

| applaud the PTOs interest in adopting a unity of
invention standard in the United States. | hope that the PTO
W ll pursue its study of the issues raised by this change and
that the PTO s efforts will eventually |lead to adoption of a
unity of invention standard to inplenent the authorization in the
first sentence of 35 USC 121. 1In addition, | hope that the PTO s
interest in becom ng a responsive organi zation supporting a

mar ket -driven intellectual property systemw | induce
exam nation of other aspects of PTO practice that m ght be
considered to be outnoded in this new century. | have in m nd

here the final rejection practice, which responds in a draconi an
fashion to an applicant who is seeking in good faith to address a
rejection by narrowing his clains and has little incentive to
del ay prosecution.

Bef ore addressing specifically the issues on which comments
were requested, | wish to offer some prelimnary observations
concerned with clains to a single statutory class of subject
matter, such as a machine or a conposition of matter

Prelimnary Qbservations

A. | think that the notion that the PTO searches and exam nes
every claim independent and dependent, is nore theoretical than
factual. In review ng the prosecution histories of issued
patents, | have seen several cases where a dependent claim has

been indicated as being allowable when it is directed to features
t hat appear on their face to be trivial or nere matters of

choice. The exam ner m ght not have seen the subject matter of
the dependent claimin the prior art that was used to reject the
i ndependent claim but it seens highly unlikely that the
dependent claimreceived critical attention during exam nation.

B. The statenent of Supplenmentary Information in the Notice
explains that the current United States restriction practice was
devel oped to bal ance the interest of granting an applicant
"reasonabl e breadth of protection"” against the burden on the PTO
but does not nmention the interest of the general public.

The current restriction practice, coupled with the practice
of examning all clains wth respect to all requirenments for
patentability, benefits an applicant whose independent claimis
rejected over the prior art but receives an indication that two
or nore dependent clains are allowable. An applicant who chooses
not to contest the rejection over the prior art can sinply
rewite the all owabl e dependent clains in independent form and
pay any additional independent claimfees that m ght be due, and
the application will then be allowed with at |east two
i ndependent clains that are, by definition, of different scope
and may be such that an activity that infringes one i ndependent
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cl ai m does not necessarily infringe any other independent claim
The applicant/patentee thus obtains, in effect, nultiple patents
based on a single application, a single prosecution, a single
issue fee and a single set of maintenance fees. The applicant
never has to eval uate whether the second i ndependent claim
defines subject matter that is of sufficient value to justify
paynment of a filing fee, less still an issue fee or a maintenance
fee.

| expect that all practitioners who have been asked to
advise on validity or infringenent of a patent have seen one of
t he consequences of the current practice. In the case of a
patent with several independent clains, one m ght have to
eval uate the validity or infringenment issue with respect to
three, five or even ten independent clains. An entrepreneur who
w shes to introduce a new product or service but is concerned
about liability for patent infringenent is constrained by a
barrier that appears to be a single patent but is, in effect,
mul ti pl e patents, each having a statutory presunption of
validity. The delay, expense and uncertainty associated with
i ntroduction of the new product or service is thus conpounded.

| submt that there is no benefit to the public as a whol e
fromallow ng an applicant to receive a patent containing
mul ti pl e i ndependent clains in the same statutory class. The
mai n benefit to the public of the patent systemis that, in
exchange for granting an exclusive right for a limted period of
time, the public receives a full disclosure of the patented
subject matter. The applicant/patentee brings no nore to the
tabl e when the patent contains ten independent clains than when
t he patent contains only one independent claim

The current restriction practice deprives the PTO, and hence
t he general popul ation of users of the services provided by the
PTO, of benefits that could arise fromcost savings and fee
income if a different practice were foll owed. A patent having
mul ti pl e i ndependent clains directed to "patentably indistinct
inventions” will cost nore to examne, print and distribute than
a patent that is issued as a result of a nore rigorous
restriction practice, |leading to a higher average cost of
processing a patent fromfiling to issue. An applicant who
deci des that the subject matter defined in a second i ndependent
claimis truly of value wll be willing to pay at least a filing
fee, an issue fee and mai ntenance fees for protection of that
subject matter, leading to higher fee incone for the PTO and
possi bly delaying fee increases for users of the PTO s services.
An applicant who decides that the subject matter defined in a
second i ndependent claimis not of significant val ue, even
t hought it mght be patentable, will be less likely to incur the
addi tional costs associated with a divisional application, thus
automatically preventing erection of barriers and benefitting the
public at |arge.

C. The statenent of Supplenentary Information al so explains that
the restriction practice permts an examner to limt an
applicant to one set of "patentably indistinct inventions" per
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appl i cation.

| find it difficult to grasp the concept of "patentably
indistinct inventions"” in a single patent application except in
the context of a broad claimand a claim(dependent or
i ndependent) that is narrower in scope than the broad claim Let
us assune a broad claim1l that recites subject matter A and two
narrower independent clains that recite subject matter A + B and
subject matter A + C respectively. The only subject matter that
the narrower clains have in comon is A and we have determ ned
that Ais not patentable, so how can the two narrower clains
possi bly define patentably indistinct inventions? Logically
speaking, in order for two clainms to define patentably indistinct
i nventions, they nust have patentabl e subject matter in conmon.
For exanple, if the two narrower clains recited A+ X + B and A +
X+ C and X (or A+ X) were patentable, we would have patentably
i ndi stinct inventions.

The di scussion in MPEP 802. 01 suggests that "patentably
i ndi stinct" mght nean not patentable over each other, but this
suggestion is made in the context of subjects that are rel ated,
for exanple as conbination and part thereof. This relationship
(conbi nation and part thereof) mght apply to clains that
respectively recite A+ B and B but it does not apply in the case
of clainms that recite A+ Band A+ C  Furthernore, the issue of
cl ai ns bei ng patentabl e over each other is not before the
exam ner.

| note in passing that MPEP 802. 01 defines "independent" as
W t hout a disclosed relationship and defines "distinct" as
related (plus other requirements)®. |f two inventions nust be
unrelated in order to be independent and related in order to be
distinct, I amnot sure how inventions can be both i ndependent
and distinct, as recited in the first sentence of 35 USC 121.

D. | respectfully suggest that in determ ni ng what changes shoul d
be made pursuant to the study that is now being initiated, the
PTO should strive to nake its end product, i.e. the issued
patent, easier for the public, both patentees and potenti al
infringers, to use. The patentees will then have a clearer
understanding of their rights and the potential infringers wll
have a clearer understanding of their duties. Ease of use is not
pronoted by multiplicity of independent clains.

E. Restricting an applicant/patentee to a single independent
claimin a given category of statutory subject matter mght in
sone cases prove to be too severe a renedy. One way to alleviate
t he harshness would be to |iberalize reissue practice, by
allowng filing of a post-issue divisional wthout a two-year
restriction on broadeni ng, but subject to adequate assurance that
the patentee was acting in good faith and to proper intervening
rights for those who had invested in activities that infringed
the patent issued on the post-issue divisional but did not

1. Only in the MPEP have | have seen a definition of “distinct” that requires
two subjects to be related in order to qualify as “distinct.”



infringe the original patent. A carefully crafted

rei ssue/ post-issue divisional statute could avoid the need for
the courts to rely on the doctrine of equivalents with its
unpredictability: a patentee who | oses on infringenment could file
a post-issue divisional and see if he can obtain all owance of
clainms that are broad enough to cover the accused activity.

Settl enment woul d be encouraged because both the patentee and the
all eged infringer would have a nmuch clearer idea of the |ikely
out corne.

Response to Request for Comments
| have the follow ng specific conmments on the issues raised
in the Notice.

| ssue 1

| believe that the PTO should nove towards allow ng only one
i ndependent clai mper class of statutory subject matter. |[|f an
applicant wi shes to present two or nore independent clains to
inventions in the sanme statutory class, this should be permtted
only when the applicant shows that there is an all owabl e claim
that is generic to the proposed i ndependent clains. | believe
that this measure is necessary because it is the only way of
ensuring that the clains to the particular class of statutory
subject matter are patentably indistinct.

There is sonething to be said for the PTO s aversion to
pi eceneal prosecution, but exam ning an application with respect
to all requirements is not perfect either. Subject to coments
bel ow on Issue 4, | believe that the PTO should continue to
examne all clains with respect to formal matters, utility,
defini teness and enabl enent but should focus its efforts
regardi ng patentability over the prior art on the independent
claims. If an independent claimthat satisfies the requirenents
of utility, definiteness and enabl enent has been found to be
al l owabl e over the prior art, a true dependent claimis, by
definition, allowable over the prior art and any effort expended
in searching the dependent claimas such and examning it for
patentability over the prior art woul d have been wasted. Thus,
exam nation woul d be expedited.

Provided that there is no dilution of the requirenent that
t he dependent clainms be properly exam ned for requirenents other
than patentability over the prior art, it appears unnecessary to
change the presunption of validity of those cl ains.

| ssue 2

| question the underlying assunption that adoption of a
unity of invention standard would frequently require exam nation
of multiple inventions in a single application. In ny
experience, the frequency of the cases in which an applicant
files multiple independent clainms in the sane statutory class
W thout receiving a restriction requirenent is considerably
greater than the frequency of the cases in which an applicant
files independent clains in different statutory cl asses, e.g.
process for maeking a product and the product nmade, and in which a
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requi renent for restriction is nade.

The PCT practice allowi ng an applicant to pay for the search
and exam nation of clains to inventions that are out of unity
with the first clainmed invention nakes sense precisely because
there is no opportunity under PCT to file a divisional
application. Since U S. national practice allows filing of a
di vi sional application, the reason that underlies the PCT
practice of allow ng paynent of additional search and exam nation
fees is not applicable to U.S. national practice. However, |
have no objection to giving an applicant the option of paying an
additional examnation fee to facilitate prosecution of clains
directed to a second invention, provided that the patent that is
eventual ly issued clains a single invention. Thus, the applicant
shoul d be required eventually to file a divisional application in
order to obtain patent protection for the second invention.

| f the applicant is given the option of paying an additional
exam nation fee, the fee paid should be credited agai nst the
filing fee for the divisional application, so the applicant who
used this option would be no worse of f than an applicant who
chose to file a divisional application straight away.

| am not aware of any circunstance that | eads ne to believe
that a change to patent term adjustnents under 35 USC 154(Db)
woul d be called for in the event that the PTO adopted a unity of
i nvention.

Again, | take issue with the prem se that adoption of a
unity of invention standard woul d require exam nation of multiple
inventions in a single application substantially nore often than
occurs at present. In many arts, such as mechanical structures
and electrical circuits, a unity of invention standard woul d
i kely expedite examnation. | do not think that any change to
patent term adjustnents under 35 USC 154(b) would be called for
in order to conpensate for exam nation delay in other
applications due to diversion of resources to exam ne an
application that contains independent clainms in nmultiple
statutory classes, since all applications are protected by the
guarantees of 35 USC 154(b)(1).

| ssue 3

If the PTO adopts a unity of invention standard, it wll
need a nechanismfor determ ning which clains to exam ne, and the
mechani sm shoul d be predictable and readily understood by
applicants and practitioners.

An approach of always exam ning the first clainmed invention
has the advantage of predictability but m ght be deenmed too rigid
and to be unfair to an applicant who is acting pro se. One
alternative would be to give the applicant an opportunity to
el ect an invention to be exam ned but require that the applicant
provide a reply within a relatively brief termin order to avoid
a constructive election of the first clainmed invention.

| ssue 4
Excessive breadth of clainms, seen as a mgjor cause of issues
that may render exam nation unduly burdensone, will generally
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result froman attenpt to cover nmultiple structures or nethods
with a generic claim

It is inportant to avoid wasting effort in exam nation. The
PTO s current practice, of examning all clains with respect to
all requirenments of patentability, carries the risk of wasting
substantial effort. | believe that in the case of an application
containing a very broad claimthat covers nultiple structures or
met hods, the PTO s |limted resources woul d be better used by
carrying out a search that is sufficient to narrow the issues,
for exanple by show ng that the broad claimis probably not
pat ent abl e and thereby inducing the applicant to retreat to a
claimthat is specific to a preferred enbodi ment. The reduction
in examner's effort would at |east partly offset the additional
admnistrative effort involved in issuing an action based on a
partial search and receiving a reply.

If, in response to the partial search, the applicant limts
t he i ndependent claimto a structure or nethod for which a
probl em of enabl enment or utility found in subsequent prosecution
turns out to be insoluble, the applicant will not only be able to
file a divisional application with clains to another disclosed
structure or nmethod but wll also have | earned a val uabl e | esson.

| ssue 5

| f adoption of a unity of invention standard should result
in a need to increase official fees, the increase should be borne
equally by all users. Thus, it is nmy opinion that the increases
shoul d be (1) and/or (3).

| ssue 6

It appears that the main circunstance that would give rise
to a need to examne nultiple independent clainms in a single
application under a unity of invention standard would be where
there are clains to a product and a nethod, for exanple a
sem conductor integrated circuit device and the nethod of
fabricating the device. | believe that an exam ner who is
sufficiently famliar with, e.g. 1C device structures, to render
an opinion on patentability over the prior art of clains directed
to the structure would be famliar with device fabrication al so.
After all, one does not |earn about technologies in a vacuum
Under current practice, the exam ner who nmakes a restriction
requi renent between product and process for making the product
must be sufficiently famliar with both technol ogies to
articulate a plausible basis for the requirenent.

| ssue 7
It appears that the current statute would allow the PTO to
adopt a unity of invention standard. Under the first sentence of

35 USC 121, "If two or nore independent and distinct inventions
are clainmed in one application, the Director may require the
application to be restricted to one invention."™ It is axionmatic

that an invention is neasured by the claim |If one has two

i ndependent clains in the same statutory class but w thout

pat ent abl e subject matter in conmon, the inventions defined by
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the respective independent clains are independent and distinct
and they can only be permtted in the sane application if the
Director has chosen not to exercise the authority in the first
sentence of 35 USC 121.

The background di scussion of Issue 7 refers to an all owed
claimand a pending claimthat is dependent on the allowed claim
or otherw se includes the features that distinguish the all owed
claimover the prior art, yet inplies that the pending claim
m ght be drawn to a different invention fromthe all owed cl aim
| submt that for purposes of unity of invention, the pending
claimand the allowed cl ai mshoul d al ways be considered to be in
unity.

| am opposed to the option as expl ai ned because it does not
solve the problemof a single patent containing nmultiple
i ndependent clains in the same statutory class and w t hout
pat ent abl e subject matter in common. Further, an applicant who
prosecutes an i ndependent claimto all owance should not have to
pay an additional RCE fee in order to obtain exam nation of
dependent clains that are already of record and that are, by
definition, patentably indistinct fromthe all owed i ndependent
claim

| ssue 8

| am opposed to the option explained in the discussion of
| ssue 8 for the reasons given in connection with Issue 7. The
di vi sional application route provides an applicant with the
possibility of obtaining exam nation of clainms drawn to an
invention that is independent and distinct fromthe invention
el ected in the parent application.

| ssue 9

(1) -- No. As discussed above, statutory change does not
appear to be necessary.

(2) -- No. Maintaining the current procedure does not solve
the current problem

(3) -- Yes.
| ssue 10

No.



